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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) IVIONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)H Responsive to communication(s) filed on 27 July 2006 . 
2a)n This action is FINAL. 2b)|3 This action is non-final. 

3) n Since this application is in condition for allowance except for fomnal aiatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-25 and 37 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) M Claim(s) 1-25 and 37 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10) S The drawing(s) filed on 15 October 2004 is/are: a)l3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) n The oath or declaration is objected to by the Examiner. Note the attached Office Action orfonn PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . This office action is in responsive to the paper filed on July 27^, 2006. 

2. Claims 1-25 and 37 are presented for examination. 
Claims 1-25 and 37 are rejected. 

Claims 26-36 and 38-39 have been withdrawn as a result of restriction request. 



Abstract 

3. A brief narrative of the disclosure as a whole in a single paragraph of 150 words or less 
commencing on a separate sheet following the claims. In an international application which has 
entered the national stage (37 CFR 1.491(b)), the appUcant need not submit an abstract 
commencing on a separate sheet if an abstract was published with the international application 
under PCX Article 21 . The abstract that appears on the cover page of the pamphlet published by 
the International Bureau (LB) of the World Intellectual Property Organization (WIPO) is the 
abstract that will be used by the USPTO. See MPEP § 1 893.03(e). 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useftil process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this tide. 

4. Claims 1-25 and 37 are rejected under 35 U,S,C. 101 because the claimed invention 
lacks patentable utility. Specifically, claim 1 and 37 drawn to a system with three control levels. 
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The Examiner submits that Applicant *s have not recited any limitations relating to a practical 
application in the technological arts, (see MPEP 2106) 

An invention which is eligible for patenting under 35 U.S.C. § 101 is in the "useful arts" 
when it is a machine, manufacture, process or composition of matter, which produces a concrete, 
tangible, and useful result. The fundamental test for patent eligibility is thus to determine 
whether the claimed invention produces a "useful, concrete and tangible result." The test for 
practical application as applied by the examiner involves the determination of the following 
factors: 

(1) "Useful" - The Supreme Court in Diamond v. Diehr requires that the examiner look 
at the claimed invention as a whole and compare any asserted utility with the claimed invention 
to determine whether the asserted utility is accomplished. 

(2) "Tangible" - Applying In re Warmerdam, 33 F.3d 1354, 31 USPQ2d 1754 (Fed. Cir. 
1994), the examiner will determine whether there is simply a mathematical construct claimed, 
such as a disembodied data structure and method of making it. If so, the claim involves no more 
than a manipulation of an abstract idea and therefor, is nonstatutory under 35 U.S.C. § 101. In 
Warmerdam the abstract idea of a data structure became capable of producing a useful result 
when it was fixed in a tangible medium which enabled its functionality to be realized, 

(3) "Concrete" - Another consideration is whether the invention produces a "concrete" 
resuh. Usually, this question arises when a result cannot be assured. An appropriate rejection 
under 35 U.S,C. § 101 should be accompanied by a lack of enablement rejection, because the 
invention cannot operate as intended without undue experimentation. 
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The examiner respectfiiUy submits, under current PTO practice, the claimed invention 
does not recite either a useful, concrete, or tangible result. 

- The claimed invention is not useful and tangible. The claims merely recite a control 

structure, without tangible and useful result outputted to control any component in the 

real world. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubUcation in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

5. Claims 1-25 and 37 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Vernon L. Chupp (U.S. Patent No. 5,812,419, and referred to as Chupp hereinafter). 

Regarding independent claims 1-25 and 37, 
Chupp teaches, 

A first control level [DATA ACQUISITION, Fig. 25], a second control level 
[CENTRAL PROCESSING MODULE, Fig. 25] and a third control level [MOTION 
CONTROL, Fig, 25]; the first control level generating a first level command [the analog voltages 
required for various parameter settings, Col. 45, lines 31-34; see further Col. 44 - Col. 49]; the 
second control level for controlling the movements of the components [motor, valve, flowcell] 
through a third control level [Fig. 25 - 27, Col. 47, lines 48 - 67]; an user interface [Col. 48, 
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lines 10 - 14 and 39 - 44, Fig. 2]; a flowcell compartment with sample aspiration components 
[Col. 30, line 14 - Col. 33, line 58; Fig. 15 - 17 and 3 1 - 33] 

Fig. 13 A - F comprise a timing diagram illustrating one embodiment of an integrated, 
automated, hematology/immunology sample processing method of the cell analysis system 
shown in FIG. 1; FIGS. 63 A - F are tables depicting valves and valve functions as described in 
Section 13. F; 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sunray Chang who may be reached Monday through Friday, 
between 8:00 a.m. and 5:00 p.m. EST. via telephone number (571) 272-3682 or facsimile 
transmission (571) 273-3682 or email sunray. chang(giuspto . gov . 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anthony Knight can be reached on (571) 272-3687. 

The official facsimile transmission number for the organization where this application or 
proceeding is assigned is (571) 273-8300. 



Supervisory Primary Examiner 
Group Art Unit 2121 
Technology Center 2100 
U.S. Patent and Trademark Office 

October 10, 2006 



Conclusion 




